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progeny as all descendants, for good reason, since such a use of the term is so indefinite as to 
render it meaningless to a breeder, who can only begin to define the genotype of a plant by 
painstakingly following its lineage, as the claims do when read with the conventional definition of 
progeny, the offspring of a particular sexual cross. (Tr. 781:25-782:7, Dudley). 

Contrary to DeKalb’s view, the term “progeny” should be given its ordinary, art- 
recognized meaning. As Dr. Dudley testified (in response to a question from the Special Master), 
progeny is breeders’ parlance for the immediate offspring of a particular cross. (Tr. 788:5-10, 
Dudley). This follows logically from breeders’ inability to tell the genotype of a plant without 
knowing the parents. (Tr. 774:2-16; 785:25-786:6; 779:10-23, Dudley). 

D. Ciba’s Construction of “Progeny” Is Logical and Equitable 

Ciba’s construction would not somehow deprive DeKalb of the commercial 
benefits of its patents. (Cf Tr. 1129:12-18, De la Garza.) A claim to fertile transgenic RO plants 
or a method of making such a plant, is itself extremely valuable. (Ir. 778:23-25, Dudley; Tr. 
389:14-16, Quemada.) Under Ciba’s construction, DeKalb could preclude anyone from making 
RO or RI plants with the claimed methods -- and therefore any new plant products -- during the 
patent term. However, DeKalb should not be able to use a broad construction of “progeny” to 
reach, later plants that are descendants of RO plants that pre-date the patents’ issuance. (See Ciba 


Reply Mem. at pp. 8-10.) 


V “HERBICIDE RESISTANCE” 
The term “herbicide resistance” in the ‘877 and ‘880 patents should be construed 


to mean (i) herbicide resistance of whole plants (rather than plant cells or callus), and (ii) 
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resistance to herbicides that are agronomically useful to control weeds (rather than various “toxic 
agents” with herbicidal properties that are not known or used as herbicides.) 
A. Resistance of the Whole Plant 

The claims require that herbicide resistance must exist at the plant level. For 
example, claim 1 of the ‘877 patent states in part that the “DNA is transmitted through a complete 
sexual cycle of said transgenic plant and imparts herbicide resistance thereto.” The term “thereto” 
plainly refers to the progeny plants, and not the target culture of clauses (i) and (ii). Claim 1 of 
the ‘880 patent uses the same structure. (See also Tr. 298:21-23, Everett: “I would say that 
we’re talking about a phenotype of those plants.”) 

In this regard, the patents distinguish herbicide resistance from the selectable 
markers to be used in the “identifying or selecting” steps of clause (i!) of claim 1 of the ‘877 and 
‘880 patents. The patents contain separate claims to “selectable marker genes”, as distinguished 
from herbicide resistance. (See also ‘877 patent, claim 5) As Dr. Goodman explained (in 
response to questioning from the Special Master), agents that may function with selectable 
markers may not function as herbicides, due to factors such as the gene expression levels of the 
transformed plants. (Tr. 1004:2-21.) A culture may be resistant to a selective agent while a plant 
derived from that culture would not. (989:21-22, Goodman.) Conversely, a herbicide resistant 
gene may not work as a selectable marker. (Tr. 992: 10-16, Goodman) Dr. Everett testified that 


one might well choose to have a gene function as a selection agent in callus that would not be 





expressed in the plants (Tr 333:17-334:18, Tr. 332:10-13) Accordingly, the term herbicide 
resistance must be construed requiring resistance of the plant, not mere use at a cell or culture 


stage as a selectable marker. (See Ciba Initial Mem. at pp 87-90.) 
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IX. CONCLUSION 
For the foregoing reasons, Ciba requests that the Special Master recommend the 
construction of the claims as set forth above. 


Date: June 11, 1999 
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